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Welcome to the latest edition of Piper Alderman’s e-Bulletin,
which aims to provide accessible and informative summaries
of recent significant legal developments.
December 2013
Brewed awakening for coffee
giant over foreign language
trade marks
A recent decision of the Full Court of the
Federal Court of Australia considered
the use of ORO and CINQUE STELLE as foreign
language trade marks. Lawyer, Elle Nikou reports on the
case.

Disclosure and analysts briefings
The recent case of Newcrest Mining has
shone a spotlight on the practice of analyst
briefings and highlighted the potential
issues that listed companies may face in
maintaining investor relations and simultaneously complying
with their obligations of continuous disclosure to the market.
Partner Tom Griffith and lawyer, Shao Ma discuss.

Minerals Resource Rent Tax
reforms
Partner, Tom Griffith and Lawyer, Shao
Ma alert readers to the repeal of the
Minerals Resource Rent Tax (MRRT), and
the consequences for tax-payers affected by this package
of taxes.

What are your employees doing in
the course of employment?
Senior Associate, Penny Brooke, discusses
the recent High Court of Australia decision
of Comcare v PVYW that deals with when
employers will be liable for injuries suffered by workers
outside of work hours or away from the employer’s ordinary
place of business.
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Brewed awakening for coffee giant over foreign
lanaguage trade marks
Cantarella Bros Pty Ltd (Cantarella) – the coffee giant behind household name
Vittoria – has had its registration of trade marks ORO and CINQUE STELLE
cancelled following the decision of the Full Court of the Federal Court of Australia
in Modena Trading Pty Ltd v Cantarella Bros Pty Ltd [2013] FCAFC 110.
Lawyer, Elle Nikou reports on the case.
We often have clients who want to
register words that have a known
descriptive meaning or connotation to
a portion of the public. Foreign words
are a common example of this in a
multicultural society like Australia. The
decision clearly articulates the approach
to the registration of such words as trade
marks, where a word may have meaning
for some parts of the community but not
others.

Facts
This case concerned ORO – the Italian
word for “gold” – and CINQUE STELLE –
Italian for “five star”. Cantarella registered
each as a trade mark in 2000 and 2001
respectively, in relation to coffee and
coffee products. Between 2000 and 2011
Cantarella sold approximately 3,982,485
kilograms of its “Vittoria Cinque Stelle”
and “Vittoria Oro” brands. That’s 568.93
million cups of coffee.
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Modena Trading Pty Ltd (Modena) imports
coffee products into Australia supplied
by Italian company, Caffe Molinari SpA,
including “Caffe Molinari Oro” and “Molinari
Cinque Stelle”. The words ORO and
CINQUE STELLE featured on the packaging
of the Molinari products and were used to
market the products in Australia.

Cantarella’s claim was initially upheld.
Whilst the trial judge considered the
words “gold” and “five stars” would not
have been distinctive in English, their
Italian equivalents were not so widely
understood so as to render the marks
incapable of distinguishing Cantarella’s
products from those of other traders.

Cantarella originally sued Modena in the
Federal Court of Australia for infringement
of its trade marks. Modena cross-claimed
seeking cancellation of Cantarella’s
registrations for those marks.

Modena appealed the decision.
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On appeal, the Full Court considered
it relevant whether or not other coffee
traders would want to use the words
ORO or CINQUE STELLE in relation to
their products. A secondary consideration
was what potential consumers might
understand of the marks as that may
influence whether traders are likely to
want to use them.
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Bean there done that
For a trade mark to be valid, it must be
capable of distinguishing the goods or
services of the applicant from those of
other traders. The first question is whether
the trade mark is inherently adapted to
so distinguish the applicant’s goods or
services. Purely descriptive terms have long
been held to lack the necessary degree of
inherent distinctiveness in order to function
as a trade mark.
The Court referred to the general principle
stated in the case of Clark Equipment Co v
Registrar for Trade Marks (1964) 111 CLR
511, in which the High Court held that
whether a trade mark is inherently adapted
to distinguish depends on the likelihood
that other traders might want to use the
trade mark without any improper motive
in relation to similar goods or services. The
Court held that this meant consideration
needed to be given primarily to the traders
in the particular goods or services.

pharmacopoeia to determine the “ordinary
signification” of the words “Barrier Cream”
and whether any trader would want to use
those words.
In the present case, the Court also
considered it important that other coffee
traders in Australia have used the words
ORO and CINQUE STELLE in the known
sense to describe the quality of their
products since well before Cantarella
registered its marks. The fact that the
words had been used that way in the past
indicated that other traders would wish to
use those words in the future.

Non parlo Italiano
The Full Court noted that, in 2001, Italian
was the second most utilised language in
Australia, not taking into account those
Australians with some knowledge of Italian.
However, it held that it was not necessary
that consumers know what the words
mean in English.

In the case of foreign words, as was the
case here, it did not matter that the trade
mark was not commonly understood by
the public at large. The context of the
particular goods in this case was that coffee
products in Australia commonly originated
from Italy and that Cantarella used the
words ORO and CINQUE STELLE in their
known sense to signify the high quality of
their coffee products.

Their Honours identified the “enormous
growth in the pure coffee and café culture”
in Australia, which culture was often and
predominantly associated with Italy. In
that context, the Full Court considered it
appropriate to consider what consumers of
the relevant good or service understood of
the trade mark, and considered it “obvious
to use Italian words to describe the quality of
a coffee blend.”

Similarly, in F.H. Faulding & Co Limited v
Imperial Chemical Industries of Australia
and New Zealand Limited (1964) 112
CLR 537, the High Court considered
the understanding of the words “Barrier
Cream” in the context of a multipurpose skin protectant cream made by
manufacturing chemists. The High Court
did not enquire as to the general public’s
knowledge of the product, but instead
relied on relevant trade journals and

Ironically, back in 2007, Cantarella
had opposed Sunbeam Corp Ltd
(Sunbeam)’s registration of the Italian
word GELATARIA (meaning “ice cream
parlour”). In that instance, the delegate
for the Registrar found that the term
“gelataria” was descriptive of the purpose
of commercial or industrial ice cream
making machines, but not of the domestic
machines in respect of which Sunbeam
used the mark. Therefore, Sunbeam was
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only permitted to register the mark for
use in respect of domestic products.
Importantly, the case considered the
particular way in which the relevant trade
mark was used by Sunbeam.

I’ll have that to go: take-away
lessons
Some of the key things to note from the
case include:
•

The considerations of this case
apply to any word that might have a
particular meaning to a portion of the
community, not just foreign words;

•

The primary consideration will be
what other traders understand the
word to mean;

•

The context in which the goods or
services are provided will be relevant
– for example where a good or
service has a special affinity with a
particular country or region.

In an increasingly multicultural Australia,
and within a market more and more
desirous of sophisticated goods,
businesses should not assume that a
foreign word can be registered as a trade
mark merely because its meaning is not
known to the general public.
It is important to consider how other
traders in similar goods or services might
understand the trade mark in the context
of the particular goods or services. Piper
Alderman can advise your business as to
how to protect its valuable trade marks
though registration and challenge the
registration by competitors of trade marks
that do not have the necessary degree of
distinctiveness.
For further information contact:
Elle Nikou, Lawyer
t +61 3 8665 5587
enikou@piperalderman.com.au
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Minerals Resource Rent Tax reforms
Partner, Tom Griffith and Lawyer, Shao Ma alert readers to the repeal of the
Minerals Resource Rent Tax (MRRT) and the consequences for tax-payers
affected by this package of taxes.

The Australian Federal Treasurer Joe
Hockey has introduced legislation to repeal
the Minerals Resource Rent Tax (MRRT).
This is likely to put an end to the
controversial tax, which had earlier survived
a constitutional challenge in the High Court
in August 2013.
The MRRT was first introduced by the
former Federal Government back on 1 July
2012 for the purpose of generating increased
revenue from companies that extract coal
or iron ore in Australia by imposing a 30%
tax on the “super profits” (profits above $75
million) of such producers. The MRRT could
also affect corporations that are entitled
to a share in a taxable resource from a
mining venture or obtain an interest in an
exploration permit or retention lease.
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Since the MRRT was enacted, despite
predictions that it would raise revenue of
up to $3.7 billion per year, it has only raised
a net $400 million. Mining companies have
also complained that the MRRT has had a
negative impact on investment in mining
projects. The MRRT also imposed significant
compliance costs on the mining sector.
On 24 October 2013, the new coalition
government announced its plan to repeal
the MRRT, with effect from 1 July 2014 by
releasing a draft of the Minerals Resource
Rent Tax Repeal and Other Measures
Bill 2013. The government believes that
repealing the mining tax will boost the
mining sector’s outlook and spark a fresh
round of investment in the country’s
resources projects. In addition, if as
expected the Bill is passed, the Treasurer
has predicted that the repeal could save the
budget $13.4 billion.
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The legislation to repeal the MRRT will
also seek to repeal other measures that
were associated with the MRRT, such as
the “schoolkids bonus”.
Companies who are unsure of their
obligations in the lead up to the repeal of
the MRRT should seek legal advice.

For further information contact:
Tom Griffith, Partner
t +61 2 9253 9913
tgriffith@piperalderman.com.au
Shao Ma, Lawyer
t +61 2 9253 9924
sma@piperalderman.com.au
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Disclosure and analysts briefings
The recent case of Newcrest Mining has shone a spotlight on the practice of analyst
briefings and highlighted the potential issues that listed companies may face in
maintaining investor relations and simultaneously complying with their obligations
of continuous disclosure to the market. Partner, Tom Griffith and Lawyer, Shao Ma
discuss.
On 5 September 2013, Newcrest
Mining Limited released the results of an
independent review of its disclosure and
investor relations procedures conducted
by Dr Maurice Newman AC.
The review was conducted in response
to concerns that the Company may have
engaged in “selective briefings” with
analysts prior to the company’s public
announcement of its results. Of particular
concern were meetings with analysts on
29 and 30 May and on 5 June 2013, just
prior to the release of the Company’s
results on 7 June 2013. By letter dated
12 June 2013, the Company denied that
it had breached its continuous disclosure
obligations under the ASX Listing Rules,
in response to queries raised by ASX
Compliance on 7 June 2013.
While it has made no public statement, it
is understood that ASIC’s investigation of
the Company has been ongoing.
Despite the fact that Dr Newman’s report
found no “smoking gun” or that there
was a lax approach to investor relations,
he made a number of recommendations
to the Company to enhance its existing
procedures and to enable it to address
any future ASX concerns. Dr Newman
found that while the Company released
a large volume of information to the
market, that information did not always
appear to have been understood in the
marketplace. Dr Newman also identified
that there were two instances where the
Company’s own internal policies had not
been strictly complied with:
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•

The Company’s investor relations
policy required two Company people
to attend all significant meetings and
briefings conducted pursuant to the
Company’s investor relations program,
however if the analyst meetings
were “significant meetings” then this
requirement had not been met.

•

The Company’s investor relations
policy also stated that the Head of
Investor Relations shall be the sole
point of contact with analysts and
investment advisors, on a day to day
basis. However the analyst meetings
were conducted by the Manager –
Investor Relations, and therefore this
requirement was not met.

However, it is important to note that Dr
Newman later stated: “It should be noted that
it is not unusual, or inconsistent with market
practice, for a member of a company’s investor
relations team to have one-on-one clarifying
meetings with the investment community.
However, this carries risks which at least go to
perception.”
Dr Newman’s report contains a series
of 17 recommendations to enhance
and tighten the Company’s policies and
procedures. Other ASX-listed companies
concerned about their ongoing disclosure
obligations may do well to consider
Dr Newman’s recommendations and
whether they can be applied generally to
enhance existing compliance procedures.
However, it is important to note that
the recommendations are based on and
tailored to Newcrest Mining’s circumstances
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described above. Accordingly, the
recommendations may not be appropriate
to all listed companies. Companies should
therefore seek their own professional
advice on how they could improve
their continuous disclosure compliance
procedures.
The recommendations are reproduced in
summary form below.
1.

The Company’s Investor Relations
Policy should provide guidance as to
the appropriate course of action by
the Company where analysts have
failed to appreciate the significance
of previously released material
information.

2.

All external presentation materials
(or at least those materials that have
an investor or analyst focus) should
be released to the ASX Company
Announcements Platform in addition
to being placed on the Company’s
website to avoid any argument as
to whether or not the Company
has complied with its continuous
disclosure obligations.

3.

The Company should, at significant
investor relations events, webcast or
record proceedings so that analysts
who cannot attend in person, and the
Company’s shareholders, can access
the information discussed.
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4.

The Company should impose a “blackout
period” prohibiting investor relations
activity in the lead up to significant Board
meetings and material announcements
(such as the release of results).

5.

The Company should ensure that at least
two Company representatives attend
every investor relations event, including
meetings with analysts.

6.

The Company should ensure that there is
a formal vetting process by the Company’s
General Counsel (or his or her delegate)
for the agenda and materials for all investor
relations events to confirm that no new
material information is to be disclosed
(or if new material information is to
be disclosed, it is released to the ASX
Company Announcements Platform prior
to the investor relations event).

7.

8.

9.

The Chairman should meet with the
investment community on a regular
basis.

10. To ensure that the Board is kept
abreast of investor relations issues
and the market’s perception of the
Company, the investor relations team
should report regularly to the Board.
11. The Company should conduct a
post-event audit to verify that no
new material information has been
inadvertently disclosed at an investor
relations event.
12. The Company should codify conditions
of access to the annual planning process
materials prior to the Company’s
relevant scheduled Board meeting.
13. Only Executive General Managers
(and other people authorised by the
Chief Executive Officer and Chief
Financial Officer) should have access to
consolidated information relating to the
Company’s annual planning process and
profit figures.

The Company’s Continuous Disclosure
Policy should make clear that it is
acceptable for the Company’s investor
relations team (and other employees of
the Company) to be privy to non-public
material information (which falls within the
exceptions to disclosure contemplated
14. The Company’s training of its investor
by the ASX Listing Rules) so long as
relations staff should be ongoing and
it is kept confidential. The Company
include regular scenario based training.
should consider whether the location of
the investor relations team within the
Company’s head office should be physically
separated from the location of senior
Company management. However, to avoid
any ambiguity, the Company’s executive
management and investor relations team
should work together in relation to key
Company communications.

15. The Company should consider
whether or not it continues to
provide a five year or other longer
term outlook as opposed to a twelve
month outlook.
16. The Company should ensure that
all Company policies are renewed
and updated as necessary following
organisational change.
17. The Company should consider
whether it should change from a
proactive approach to contact with
the investment community to a
reactive approach.

For further information contact:
Tom Griffith, Partner
t +61 2 9253 9913
tgriffith@piperalderman.com.au
Shao Ma, Lawyer
t +61 2 9253 9924
sma@piperalderman.com.au

To ensure no post-facto misunderstanding,
the Company should establish written key
principles for dealing with the investment
community, including who is responsible
for responding to day-to-day queries from
analysts and benchmarks for frequency of
contact with individual analysts.
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What are your employees doing in the course of
employment?
Senior Associate, Penny Brooke, discusses the recent High Court of Australia decision
of Comcare v PVYW that deals with when employers will be liable for injuries
suffered by workers outside of work hours or away from the employer’s ordinary
place of business.
Facts
A worker was injured while engaging
in sexual intercourse when a light
fitting was pulled from the wall causing
injuries to her nose and mouth and,
later, a psychological injury. The worker
sustained these injuries in a motel
where she was staying for a work trip.
The worker claimed compensation
for her injuries under the Safety,
Rehabilitation and Compensation Act
1988 (Cth) (SR&C Act).

The worker submitted that she was entitled
to compensation because she was at the
motel at the instigation of her employer and
her injuries were suffered in the course of
her employment and were compensable,
absent any gross misconduct on her
part. Comcare disputed the worker’s
entitlement to compensation because it
said the employer had to have induced or
encouraged the worker to be in a particular
place and engage in a particular activity.
Comcare argued that the worker’s injuries
had not arisen from an activity that was
induced or encouraged her employer.

Earlier Decisions
The claim for compensation was initially
argued before the Administrative Appeals
Tribunal, which found that the worker’s
injuries were unrelated to her employment
because there was no connection between
the activity undertaken by the worker and
her employment.

The worker appealed that decision to
the Federal Court and the Federal Court
found that the worker was entitled to be
compensated for her injuries.
Comcare appealed the Federal Court’s
decision to the Full Court of the Federal
Court, which dismissed Comcare’s
appeal. In dismissing Comcare’s appeal,
the Full Court said that it was an accepted
principle that if an injury occurs during
an interval or interlude in work, the
injury will have occurred in the course of
employment. The Full Court relied on a
passage from an earlier decision by the
High Court of Australia in Hatzimanolis v
ANI Corporation Ltd [1992] HCA 21 that
said that an interval or interlude within an
overall period or episode of work occurs
within the course of employment if the
employer has induced or encouraged the
employee to spend that interval or interlude
at a particular place or in a particular way.
The Full Court said that a worker only
need to show that either the employer
had induced or encouraged the worker to
spend the interval or interlude at particular
place or that the employer had induced
or encouraged the worker to spend the
interval or interlude in a particular activity.
Comcare appealed the Full Court’s decision
to the High Court of Australia.
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The High Court of Australia’s
decision
The High Court of Australia overturned
the Full Court’s decision and found
that the worker was not entitled to
compensation for her injuries.
The High Court of Australia said that
the Full Court’s decision had the effect
of extending an employer’s liability to
pay compensation under the SR&C
Act beyond the limitation imposed
by the SR&C Act which is inherent in
the expression ‘in the course of’ an
employee’s employment.
The High Court of Australia said that
the circumstances of the injury must
correspond with what the employer
induced or encouraged the employee to
do during an interval or interlude in work.
If the employee was engaged in an activity
at the time of the injury, an employer
must have induced or encouraged the
employee to engage in that activity for the
employer to be entitled to compensation.
If the employee was injured at and by
reference to a place, the employer
must have induced or encouraged the
employee to be at that place.

Points for employers to note
This decision assists with clarifying when
an employer will be liable to compensate
an employee for an injury or illness
sustained outside of hours or away from
the employer’s usual place of business.
However, the facts involved in this case are
unique and employers should consider other
more common factual scenarios.
For example, is an employer who requires
its employees to live in remote locations
for periods of time liable for an injury or
illness that an employee suffers in between
shifts? Such a question was considered in
Fridd v Employers Mutual Limited (SA)/
WorkCover Corporation (Spotless P &
F Pty Ltd) [2013] SAWCT 21 where an
employee claimed compensation for an
injury he sustained while playing squash
in an interval between shifts at a camp in
regional South Australia. In this instance
the employer was not found to be liable.
However, in Qantas Airways Ltd v Arnott
[2013] NSWWCCPD 35 Qantas was found
to be liable for the injuries a flight attendant
suffered when he was assaulted after leaving
a bar during a break between two flights
because Qantas had induced or encouraged
the flight attendant to visit restaurants and
bars during work intervals.

For further information contact:
Penny Brooke, Senior Associate
t +61 8 8205 3441
pbrooke@piperalderman.com.au
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